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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1 , 3-8, 20, 22-25, and 27-30 are rejected under 35 U.S.C. 112, first 
paragraph, because the specification, while being enabling for polyvinyl chloride resins, 
does not reasonably provide enablement for any other resins suitable for the claimed 
modeling compositions. The specification does not enable any person skilled in the art 
to which it pertains, or with which it is most nearly connected, to make the invention 
commensurate in scope with these claims. While the applicants state in the specification 
that other resins can be used in the invention, no guidance to what kind of resins, their 
amounts in the compositions or any characteristics of the suitable resins is provided 
anywhere in the specification. It would clearly require undue experimentation to 
determine which one of millions of thermoplastic resins available on the market would 
be suitable for the claimed modeling compounds. 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
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granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-19 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over US Patent 5,658,969 to Gerace 
(hereinafter "Gerace". 

Gerace discloses a compositions comprising a PVC resin, a primary plasicizer, a 
stabilizer, microspheres and a rheology modifying filler such as aluminum oxide, talk, 
silica, etc., which are known thixotropic rheology modifying fillers. Various plasticizers 
disclosed int he reference, such as tiose disclosed in columns 16-17 and which include 
monomeric and polymeric plasticizers, are disclosed as usable alone (primary 
plasticizer) or in combination with one another (secondary plasticizer). The reference 
further expressly disclosed various stabilizers such as surfactants or UV stabilizers, etc.. 
The microspheres disclosed in "The Microspheres" section of the reference fully 
correspond to the claimed microspherres. The relative amounts of all of the 
components disclosed in the examples and throughout the reference satisfy the claimed 
amounts. 
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The reference does not disclose suitability of the plastisol compounds to be used 
as modeling compounds, however, the limitation "modeling compound" is an intended 
use limitation, this limitation is given weight only to the extent that the composition 
disclosed in the reference is capable of being used such. The disclosed composition is 
inherently capable for the claimed use because the claimed composition is believed to 
be identical to the composition disclosed in the reference, and based form the viscosity 
parameters of the compositions illustrated in the reference. Therefore, the preamble 
limitation is anticipated by the reference. The burden is shifted to the applicant to 
provide convincing factual evidence to the contrary. 



Claim Rejections - 35 USC § 103 

Claims 1-3, 6-11, 13-14, 16-22,and 25-30 are rejected under 35 U.S. C. 103(a) as 
being unpatentable over SU 907036 (hereinafter "SE "036") .in combination with US 
Patent 5,607,993 to Christy (hereinafyer "Christy") or US Patent 5,506,280 to Miller et 
al., (hereinafter "Miller"). 

i 

The SU '036 reference discloses modeling compositions comprising PVS, two- 
components plasticizer comprising the primary (dioctylphtalate) and secondary (CaO) 
plasticizer, a stabilizing wax and a filler such as kaolin or talk. Since no specific function 
of a stabilizer is claimed in any of the claims, any stabilizing compound (including known 
surfactants) meet the claim limitation of a stabilizer. The amounts of all of the 
components and their ranges disclosed in the reference overlap with the claimed 
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amounts (see, for example, bottom of column 2). Choosing any amounts from the 
disclosed ranges, including those corresponding to the claimed amounts, would have 
been obvious absent showing of unexpected results that can be clearly attributed to the 
claimed amounts. The reference does not disclose any additional filler, however, 
adding microballoon or microsphere polymeric filler to a polymeric 
composition(containing virtually any base thermoplastic polymer) is notoriously known 
in the art to reduce the polymer matrix density and to improve other properties of the 
polymeric matrix. This positions is supported by the disclosure of Christy or Miller, for 
example, expressly disclosing that addition of polymeric microspheres would have a 
predicted impact on the properties of the base polymeric matrix. See Christy, Figure 1 , 
and Miller column 4, lines 30-59. Thus, addition of microballons to the compositions 
disclosed in SU '036 would have been obvious to reduce the density of the modeling 
compound disclosed in the SU reference, and the amount of the microsphere filler can 
be varied depending on the desired final density and other properties. 

While the primary references may disclose a different order of adding the claimed 
components (as per the method claims), it has been long held by the court that 
selection of any order of performing process steps is prima facie obvious in the absence 
of new or unexpected results. See In re Burhans, 154 F.2d 690, 69 USPQ 330 (CCPA 
1946) ; or In re Gibson, 39 F.2d 975, 5 USPQ 230 (CCPA 1930) (Selection of any order 
of mixing ingredients is prima facie obvious.). Thus the claimed process would have 
been obvious from the combined teachings of the above cited references. 
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Claimd 20-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gerace. 

The disclosure of Gerace is discussed above. As discussed above, while the 
reference may not discuss the particular order of adding the claimed components, 
selection of any order of mixing ingredients is prima facie obvious in the absence of 
showing of unexpected results that cam be clearly attributed to the claimed sequence of 
steps. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. WO 03/014220 discloses PVC based microballoon filler 
plasticized compositions that prior to expansion exhibit viscous properties suitable for 
modeling compounds. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571 )272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Examiner 
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